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Status 

1 )^ Responsive to communication(s) filed on 08 June 2010 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-2, 18-19, 24-31, and 33 are rejected under 35 U.S.C. 102(b) as 
being anticipated by the journal article by Sun et al. 
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In regard to claims 1,18-19, 26-27, 30-31, and 33 Sun teaclies adding a iron 
precursor to a surfactant mixture of oleic acid (n=17) and oleylamine (n=18) in a plienyl 
ether solvent (boiling point 258°C) and heated at reflux (i.e. the boiling point of the 
solvent) for 30 minutes to form Fe304 magnetic, metal oxide nanoparticles followed by 
separation (at least by deposition on a substrate and drying for x-ray diffraction). See 
Scheme 1 and the first full paragraph in the right-hand column on page 8204 and the 
caption of Figure 2. 

In regard to claim 2, Sun teaches Fe(AcAc)3, (an organometallic compound). 

In regard to claim 24, Sun teaches 6 mmol oleic acid and 6 mm oleylamine with 2 
mmol iron precursor thus the surfactant is in the solution in an amount of 6 times that of 
the metal precursor. 

In regard to claim 25, Sun teaches 20 mL of phenyl ether solvent which is about 
1 26 mmol (density = 1 .08 g/cc), thus the solvent is present in an amount of 63 times 
that of the metal precursor. 

In regard to claim 28, though it is not mentioned in Sun, the metal oxide 
concentration controls the size of the produced nanoparticles inherently. Further, this 
claim does not limit the process because before a process such as that of Sun is 
performed, the concentrations are predetermined and thus adjusted. Whether or not the 
inventor adjusted the concentration while considering size is immaterial and not 
considered a process step that limits the instantly claimed invention. 

In regard to claim 29, though it is not mentioned in Sun, the surfactant 
concentration (a ratio of surfactants to precursor, solvent, etc.) controls the size of the 
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produced nanoparticles inherently. Further, this claim does not limit the process 
because before a process such as that of Sun is performed, the concentrations are 
predetermined and thus adjusted. Whether or not the inventor adjusted the 
concentration while considering size is immaterial and not considered a process step 
that limits the instantly claimed invention. 

Claims 1-2, 18-19, 24-31, and 33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Sun '231. 

In regard to claims 1,18-19, 26-27, 30-31, and 33 Sun '231 teaches adding a iron 
precursor to a surfactant mixture of oleic acid (n=17) and oleylamine (n=18) in a phenyl 
ether solvent (boiling point 258°C) and heated at reflux (i.e. the boiling point of the 
solvent, 200-360°C) for 30 minutes to form Fe304 magnetic, metal oxide nanoparticles 
followed by separation. See Figure 1, [0030], and [0036]. 

In regard to claim 2, Sun '231 teaches Fe(AcAc)3, (an organometallic compound). 

In regard to claim 24, Sun '231 teaches 6 mmol oleic acid and 6 mm oleylamine 
with 2 mmol iron precursor thus the surfactant is in the solution in an amount of 6 times 
that of the metal precursor. 

In regard to claim 25, Sun '231 teaches 20 mL of phenyl ether solvent which is 
about 1 26 mmol (density = 1 .08 g/cc), thus the solvent is present in an amount of 63 
times that of the metal precursor. 

In regard to claims 28-29, Sun teaches control of the particle size by adjustment 
of the stabilizer (amine/acid) to iron ratio (i.e. amount of precursor) which is considered 
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both a concentration of magnetic precursor and a composition ratio of surfactants. See 
[0007]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3 and 33-34 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Sun '231. 

In regard to claim 3, Sun does not specifically mention using the nitrate 
compounds required, however, when making composite nanoparticles Sun teaches that 

metal salts can be from any one of the following salts: Zn, Cu, Ni, Co, Mn. See [0026]. 
Thus, one of ordinary skill in the art would have found it obvious to use a common salt 
such as a nitrate. 
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In regard to claims 33-34, Sun teaches composite nanoparticles can also be 
made. See [0026]. Claim 34 limits the single component nanoparticles of claim 33, but 
single component nanoparticles are not required by claim 33. 

Allowable Subject Matter 

It should be noted by applicant that if the independent claim were to require iron 
(II) nitrate or iron (III) nitrate used as the metal oxide or magnetic oxide precursor, the 
claim would be allowable over the prior art because the closest prior art of record (Sun 
'231) does not teach or suggest using any iron nitrate and instead teaches using only 
iron organometallic compounds. See [0026], claim 3, and examples of Sun '231 . 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANTHONY J. ZIMMER whose telephone number is 
(571 )270-3591 . The examiner can normally be reached on Monday - Friday 7:30 AM - 
5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Ajz 

/Anthony J Zimmer/ 
Examiner, Art Unit 1793 

/Stanley Silverman/ 

Supervisory Patent Examiner, Art Unit 1793 



